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This is a communication from the examiner in charge of your application. 
COMMISSIONER OF PATENTS AND TRADEMARKS 



^^^^ Responsive to communication(s) filed on 
^^^^is action is FINAL. 



OFFICE ACTION SUMMARY 



□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is closed in 
accordance with the practice under Ex parte Quayfe, 1935 D.C. 11; 453 O G. 213. 



A shortened statutory period for response to this action is set to expire _ 



J? 



month(s), or thirty days, 



whichever Is longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
the application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 



Disposition of Claims 



S^CIalm(s). 



Of the above, claim (s) _ 



□ Claim(s)_ 
Claim(s)_ 

□ Claim{s)_ 

□ Claim(s) 



is/are pending In the application. 

is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 



Is/are objected to. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 



_are subject to restriction or election requirement. 



□ The drawing (s) filed on 

n The proposed drawing correction, filed on 

[~] The specification is objected to by the Examiner. 

Q The oath or declaration is objected to by the Examiner. 

Priortty under 35 U.S.C. § 119 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All Q Some* O None of the CERTIFIED copies of the priority documents have been 
n received. 

n received in Application No. (Series Code/Serial Number) . 

n received tn this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 



is/are objected to by the Examiner. 
is Q approved Q disapproved. 



*Certified copies not received: _ 



1 I Acknowledgment is made of a claim for dbmestic priority under 35 U .S.C. § 1 1 9(e) . 
Attach ment(s) 

□ Notice of Reference Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

f~l Interview Summary, PTO-413 

□ Notice of Draftperson's Patent Drawing Review, PTO-948 
r~| Notice of Informal Patent Application, PTO-152 



-SEE OFFICE ACTION ON THE FOLLOWING PAGES- 



FTOL-326 (Rev. 9/96) 



* U.aCPO: 1996-421-632/40206 





Application/Control Number: 09/060,047 Page 2 

Art Unit: 1617 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3, 14, 15, 19, 28-31 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Okada et al. 

Okada et al teach water-oil emulsions comprising a water-soluble drug in the 
aqueous phase and a polymer in the oil phase (abstract). Anti-Inflammatory drugs are 
specified (column 1 line 45). Polylactic acid is disclosed (column 5, lines 1-5), a 
concentration of polymer up to 90% (w/w) is specified (column 5, lines 46-48). Ethyl 
acetate is disclosed (column 5 line 57). An intended used is not considered a 
patentable limitation during prosecution before the USPTO. 

Applicants argue that "low" overcomes Okada et al. However, as applicants 
note, the drug retaining substance can be one which only increases viscosity when 
influenced by an external factor (see also column 4 lines 1 1-68). Thus, prior to the 
influence of the external factor, the viscosity will be low. See example 1 where the 
external factor, cooling, is not applied until after emulsion formation. 

No claims allowed. 

Applicants 1449, submitted 8/5/98, is not of record. 
Any inquiry concerning this communication should be directed to Edward J. 
Webman at telephone number 571-272-0633. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Webman/tgd 
February 18, 2004 
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